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patent violate- Vhe-- written t description .re- 
quirement dfsectiori MrO^llvlJButtastateithe 
^fgUmeht is to: realize :its..objection^cas: we 
^ii^ussed above, the writtei^ description >of 
the '835^pateht provides ample' support-.tor 
the ordinary and' accustomed meanmg ot -the 
terms 6f the '815^ claims. 'T^hus.^^the r;835 
claims, as construed by the district court^and 
this court, are entitled to the benefit of the 
filing date of the '58j6 application/ No viola- 
tion of section 102(b)'s on-sale^bar has 
occurred. " _ . , 



Zebco has ^ 
coiirt thatthc^! 
1 x)f the -835 

a way other luai. "r'^^'^^rr"" fr>^^ ^v^c i.u« 
tomed meahing:-piferefbrerwe-fin 

district court's clairri;interpretatwny:an^^ 

summary; judgment ^oeihfrj^me 

t'ibned thereon^^waslriot^ erron^. 

Hold that th^ distnct^cpiir^ 

mined vthatHhe^^relevantvdamV^ 

patent, as construed! is not 'invalld^^^^^^^ 

nierit ortHeldistria^ajuK is a 



2. Eatcntability/jVaUdity-T^.Anticipation.— 

^^'dbvibusness-type^^d^ ma:y 
lib founa'betwecri^desigh and Jitilit>r patents 
in fafexi^sesfbul: sucK^rejec^ 
dt6 only iFdalms^of twap 
meaning that subject, matter of claims of 
patent sought to bei^ihvalidated wpi^d have 
been obvious from subject matter of claims 
pfjother patent, and Vice-versa. ■ . ^ ^ 

^3;i^PatentibiUty /A^aliditiu-^ 
::Jc'Double -patenting (§1^5iQ708)^ v o ; ; 

^^^^AMliban^^'^esign-i^ 
iack^'-raht'erh^face would hpt hav^.been ob- 
vious variants of thdr pending utihty claims 



indicia :on oag lounu^ m y''***"^, ^ .7" . 

^ Haterit appUcatibh Jcahnot constitute design 
referenc^- thaf is" "Basically; the ^^same;^s^ 
specific^^'^designs ' claimed - in - apphpants 

^itentibl>rdist}nct;^^ pat«i|U;J;^. 

'^v' Va* ^y*Z^ ^: --- ^v :yh ' -^va TVj-I^. 

^ ^ Appesii: fromnhe^U;S =^Pateht^a 
Mark^ffice^Bbardrof^ Patents and 

■Interfercnbes^i^^ . ^^'^-^^''='f ^^■'^^•^-^^^ 
4 ^Application of Anita >Dembiczaltand^^ 




r tainTn^rrejections :;of rclaims dn ca^^^^ 
appUcaiits^ppealr Reversed;^ ^ gn :; 1 



U^. Court of Appeals • ^^.v^ „ 
/: {Federal*6irciiit;f , c ^ : 

, elri re^Dembitzafe/Kv 



.\ :,No.;=?SPi3:?8,^^ 

Decided i^pHizI^ 1999^^ ^ 



•PATENTS. 'F^"^^', i^^y'l^^' ' -'r"^' / 
1, PatcntaWnty/^^aUdity ^^f^^^^? - 

Decision rejecting 'claims^iti utility^^^^^^^ 
cation 'as' obvious over"!e6mbrnation of^^^^^ 
art^feferenc^^muit^e^i^ 
oushess analysis in>d^isi6h;^!5|lmit^^ 

• :J_ _rf,;.„,7c; fWofL^trJilltinlft-refepences 



i^MtP^GitfdSrand 
^^;Sjtam&)rd^^Gcm . 

V JoH^i? MyWheSlkn;^dkspciate^sc^^ 
i^' ^Fib^6st^a^ding^^solicitq^ 
^^^Nicholsbn;-£6sociate£solicitor^0ffi^^ 
^V.tKeiSbUcitor?Arlingtoh,>^a7;;:for/appelleei 



Cfevetigerij^JS^^ 



AhiSbembiczafc and Benson' Z^nbarjg^aLip- 
'peal the ^rejection;^ upheld^^by^ ^the^^ Bbard^pf 



discussidn- of ways^ha^multtpg-f fe^^^nb^^iJ'^ 
cah.be cpm^ ^S^^S^ShS 

K.wJHne^lhnF narticularlv identify? P?"^l"J:?L^l"}^ ^^S.>.i;:A^ -VrJ'wAj^i/^^^^^ 



tion biiti^does^hUf particu 
suggestion;^eaching, or-mptiyation tp^^pm- 
bine referencesv^na;dpes,nQt:include^^ 
•pKinfcbntm 
^tlpn^fi relevant! 

arty .nature of p.^^.^.-. -- - - ^ , ..^ ^ . - 
rdther^factual^findihgs^^that.might»rsup^ 
proper obviousness analysis/ .^:or.u..a. 



96-2^48j^ slip ;oi^, -ati;43filMay^f-14, 1998). 
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lidityr^rAnticipation:^ 
gj(§fl5;0708)^?£;lN 

^wa^atents^^ 
:t maUer of claims of 
invalidated wo^^ have 
ibject matter icif claims 
vice-versa! * ' ' - 

idity4T£^Anticipati6n Hr 

'bulHjiipt^Havel^^ 

r^pSiding^utiiity^^^^ 

/deoDi^ted^resem 

d:dfedripti^^^^faa 
id; in *claims^#^utiiin' 



timedr^^in^ ipplicaAts' 
signtpaterits|G:*siii^2 

mrtr mi- ■*(>■ r^ii^ 

iSjVPatent'.and^frrade- 
ffi^PatentsAppeals; and 

1- DembicMMfi^ 
:y^partenti^(lfpplicati6n 
^TiJFroinfdecisicm 
dai'ihsciii ^application, 
>ersedv s?'' ""'gn^ii^'-f"" 

[Icwnasl^Gail^^ 

bciate splicitbi-i.-Albin 
'iiator^'and:iDavidt^. 
5f sblidtpr/c*)ffic« [;of 
tpii; J^^^loi^ppellfe^ 

ivBensdn Zinbarg ap- 
leld^iby^ithe' Bbard^^of 
intiecf erences^i oficall 
siHpApplicatioK.nNo, 
nteJDembiczalQ^o, 

dsjri}sUst^tining^ 
imsias'dbvibus under 

)ier ^ipitentiiigt^ 




>.^^JL:ne^invention:a^^ 

erallyfjspea^ 

orangejpjastic^^^^ 

iaci^hfeaftr%£^ wKdnifiUed 
^Ufa^trash #r|Sjeayesf|^to5^rres^ 
Hallo,wTOn|s.tyl.€^^ 

lAs; the inv^prSiiAnU aridBert- 

s(fesoZinBafg4{ool!ecti^ 

-ngte,*i5the;'inyentio^ 

:prob!cm^fl|umigin 

thc^curfejjjf 
happeii'stei^^ 

whurisic^ (|c^tiye|matu^e^\^ 
storing ; garbage,^ JeavespB^otheri^^ 
debrisjawaiting ,w 
the iiinyenUon— sol 

namcsi including Giant Stuff-A-Pumpkin®, 
Funkins,: Jack Sak®, and Bag-0-Fun®^have 




.claims^vary; independent dai^ 7$is;perhaps 

ikfi?iT^Atdecoratij^e:.b^^^ 

J^fitrashrfiUingV^^ 

[i^ife^ei^ri(^^ 

surfac^oTajH^ 
bf^heri^nivogmpn^ \ 

f. r<av?flexjy§le;% 
?&*ag::M^ 

g. 3iturcd:0r^ 

7 , latVtHe^gen^eral appearance^^o^^^^ 
ijl>;Skijri,qf i^ipu^^ q 

(icfacitfj^mdjm^ 
i>'^Xe(^ja*ROse^^^^^ 

I ^ cwIpr;^ute5|«ijR[^^ 
bt,jpattj5rfKOTi]M q3lpK<)iufe^ 
jji^tp^imulat!^^ 
^iS^fe %-4*^J?J?or)a^t^^^^ 

r^^saidfjtrash^^P^ 
rr-^s^nd^opp^^^^ 
^end.having^aniop^^^ 



^57;Si^J^^ii^Ss5«r^¥^^^ m^'i" f^yinKLaniPRcning exienaing^suDsmn- 

jjopulanty-or the; pu^Kin engendered ^ ^i^a f ho » r^V rir^^C/. r« : ^ur^'H^x^tr iri--- 

leadmg ^om&owners} to resort t 





^CiflfafffJbagLif®:^^^^ 

-iSicWherein^^h^^ 
rri/fll!idrf2^ 
giifesed,|.Mid^i^^ 
^^i^ffpjrovanjjgenc^^^ 
-xF?kin#?ithr^v^^ 
.BgAlle^fjtfe, indepen^^ 

rtionshthat ;!^eHb^g^must^^i ^^pi^ 
lluredorange jgicolpr ^^cJajandiciaig 
tl|yj|>9Penmgs^4uitaW 
materidrand^th^ 
'-^^^'^^"^^'^^ 'feai&3!gcnerallyii^di^ 
J^S®/?^^P^?''^?^^ cPumpkin.,lndepenaent^lainis?3!£;52;;aE^ 
tipn^Dpibjpzak:ek^ add,therIiinitationShat,th^P h^^ 

:mnJfingi;a:;.cpntjn apphcationrltb atleast.Minaes.X^ 

:^g,bepactcJSfea^^ 

and: claimjs7 ajSveir r«quireS|tha^ 

■th^ Jbag:jbeHiW 



auly!5^98S!^^ 

;^lrfiiMtia™ gei^ ioiSficCpuriiip- 
;kin^bdes^riSa^ Febriiarv' !l 005 ^amn^^l^^tiii* 




.ji'jR?^?^ ^fi'^iC^I^; .^^U'^V^^^ appiica tionn to 
add^'Uicm 

^h^jinvendcm 
anc^before ti^^atfa,^hlWpE'l^ 
thedBpaijt bo^h^sustainea|t]i^ 
tejectipn and Sgaiiri entci^pevkr^r^^ 

was5filed*>:{therins&htta^ 

again the Examiner's rejection was.appealed 

to the Board; which sustaincd the rejection in 

a. May: 14„1?98, decision. 

slip op. at 43., , 1 ... : 

l^r ^hej p^tem^'apiJlicatio^ 
^clajjm directed^ 
the^pumpkin^agSGlaims^ 
ihrouighc<W|5j66Mhn^ 

^ssuc iin|thisi^ppc^l:^Thbugh n^^ 



KniWhodo^ake^^^ 
eralicharacteristics^pf^ppafa^^ 

atiFhe=p|-ipriartjci^^^ 
"MS?pageS(^W45 

l/^f^Hancibpoki-fp^ij^^ of Elementary 

-^;jArtvtLa)b>y3pjiii^ 
s/? di)^'% descn>in^^ 
^^makeoay^pe^J^ 
, b^OMt^opia stripj^pj^ 
ds^struyctipa^pajw^ 
tf;*facjal>^^^ 



^.d(:?)ipage |73;pf;aibcwk^ ^lThe,Ever>^ 
3^«tWng^Bppk?J^^ 
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^/di^;" /Martha" Sha 

Jndenbaum ..(J -ShapirO' Of ■ 
'^l«ihetli6d'^of%i^ 




.(3)cU5. Patent N6S3i349i99I tb^l^nard 
^^vKesslerj?^erititl^^ ^^*FlexibIe ^Gpiitaiiien^ 
■4"Kessler"), describing a.bagVappa 
' Awherein theAb^^^^^ 

■i^r^by the^iise^df folds' oip gussets i^in Hhe^bag 
t^^material? -m^s^^^^^ ■i.Ai 
(4) U.S.^Patcnt'Nb.'Dcs.^3^^1^^^ 
Aiigiist 21v 1 990^tbtofembici«ik?("D6^ 
W-T^ *023"); desigh\i)atentc^^ a 
V-' ^6ag with' a ck-d'-laritertf face** ■ " 
^ ^^y!y>Si:f Patent Nd;-Des^fai?;?54i^j 




;#arige^?&lorvH 
landithe trash fill iiig^m^ 
stated^ttiaf^ thfe-various^iinriil^^ 



w^uidiaHlbe^lw 



tions in .the .Dembiczak^ design -patents.; iSee 

id. at:8-9..>:ln addition,, using a- two-way test 

for. obviousness-type' dpufele patenting, the 

BoardlhelH/thapthi^ 

^esijgn^patcmts3i3p\r|^^ 

iaivstruot^ 

iti^l^craims^ an^^ thusithe^design^ ;were 

^mery^^obvicmsva^ mat^ 

ter disposed ^ihjthcuil 

M3Thb;^Bgard?tfiMt^^ 

'grounds ahdlwith^tHeiiricliisiph of ;the ^Kessler 

cref erenc«igthe?6bviousnessTtypc4dpubI e:^pat- 

eritingiiijjecaionoffdepend^ 

ii-'Tlii^kppieali fbllowedJ^iestingV-thisdcpu^ 
Witht^urisdiclibnupursuant^^fo 58IiUlS.Gd^§ 
if295(a)(4)(A)p(199^)v^H -^'-'^^i 



lSJsingitKis?aHi?tht^ 

incr's Tfinal'^rcj&tibn*'6iF^iali the.-indepehdent 

claims X37. 52, J2, 74). under^35:-UtSie. § 

303ffiblding^thatrthey'W^^ 

mis iii 'ligHffibf; tlve- cohyeifticm in 

view bt^tliS'rioHda^^ 

Tlfc'Bo'ard dctcrmine^^^ 

prior art, "the onfj^-^ifferen^ %et 

•inventidn'-'presenjly^dc^^ 

ciit^lai'ms^on-appeal^^^^^ 

trashfbag^s^^^ 

bags' resides Mn Jh'e fappl ica t ion -bp the f aciial 
'indicia^^tb Ithe- outer ^sui^^^ bagi" 
^emi^iczai^^slip'bpL^ T^Bf Bbari furtfe 
held ^thatHhe;ihissing^^^^^ elements 
v/tr€ providwl- by-^4he' Holiday SKapifo 
references- xiescrii)tidnf?pf 
;4khterri^fa'ces"^6n 'pap^^ bagsT' See ' id,' at 
i8-19.-Pei»hdent;'^^ 

include' a|"guss^^^^ linrtitatibni'^ere'c^^^ 
efed bbVious -unSer similar reasoning^ excejjt 
that -tile^'rifefcrices 'cite'd'"agaihst -thefniari- 
cluded^kessleh "Seel i</:^at^l^^ ^^^^ ^ - 
■I The .Board alsbVaffirmed the Examiner's 
bbviousness^type double patenting rejection 
of alKthe independent claims in light of the 
two\ Dembiczak . design ^patents ,(*023 and 
^254j?^iid>Hbfid£^ Spiiyijat*fl2li^ 
held^thatthc^ 



f', /A; claimed inv^en^^ thp 

dirieiMcnceSpbetw 

^ui^JJjiiat^ Uie^ii^ 

would liav^^^ ithb 
;inven\idn^^^ 

rnary:adri^ii^^ 

(Siipp: -199&^^^^^ 

jCa;383\^iS,|^S:S^^J^ ^5 

Oi^66);vg3|ie^^u^ 

.^liethej im^ 

jlegal^ conclusicm^^ 

inqiiineslnc 

^tiiie f^ior^it;^^^^ 

in i thie^p^w ^rt;](3)J theld^ between 
the claimed jinyentipil*^^^^ ihe^ prior art; .and 
(4) objective revidencei of ^ noriqbviousness. 

at '467; Utiles ^^iMbs^Jnci, Inc, . vZShandoh 
JncT^^n^JjA 870, ;877r 27;^OSPQ2a 11 23, 
i 128r(IxagCk^;^ r^fSw 
thel^ulti'mat^^ 
Avithou^eferencejfe^ 

jfiinl^anyy fSctuall - ifindiiigs . for ^ clearSerror-. 

:5^,' ^;;7n ^;zSr^o;:i42 ^;3d .1^^^^ 

^6;jJSEg2a:;i69:iv:i7()0 XFedl^Cir.),: (en 
^Kanc);;r^r. griz^ Ct: 401! (1998); 



. Our analysis ; begins in the text of section 
103. quoted above,^with, the phrase "at the 
time the inventioniwas made, V For it is this 
phrase that guards .against entry into the 
"tempting but forbidden zone, of hindsight;" 
^see^Ijy^titeieoffi^ydJliiaseall^^^ 
"86:1^187111228^^^^^ 
werruled^:6n^^ 
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iesign^patentsjArere 



clustpn^ofjtKeiKessler 




s|unpaJtefltableHi the 
[mattencasua^whole 




u'Aactermination^i of 
orns^not pbviousiis' a 
njunderlying^factual ^ 
he.scopeandLContent 
evelr of prdinany isKiIl 
pdifTerences. between 
nd tngprnorjar 

€.,. Inc.^y:.Shanaon 

S^^erlhefeforerreview ' 

itiqj^^oftyn?^^ 

ngs 4on cleargerror: 

^@n.iiHsiJvS iiiLf slap 

1, thfSi texj^fi^ectipn f 
l^jiejphrasi^ 
nade^J^^^OF^i^^ 
&t^ti^intp : A 
'zone: of hinHsightju 



'.'5 ^f . 



19^8)|^wh^^a]^^ 
cfaimsvpursua^ 
claimed^ inventjon*'^^;^^^^ 
taglfshTdlbylse^^^^^ 

bacK4o|uieit|me^' q^^ 
tffiii^g^^ 
lu^djSf gffl>^y 

theaKentaccepte3;iivisB4iniihi tK 



tipn, teaclung;orr1hQUyaUon to;combincmaK 
selvefeth^^ 

m -tlie^artvzor^^inlsorae'casesi^from ;^ 




Mij^sigK|sjm|ro^^ 




1 9?^)M!tHougli^%hE sugg^tibSfmoif^eW 
coin^es:'from:the^teachingsf'b(^the,*pm^ 



motivaVipffitoiacombm 
S^KSuggestion^r motivation vjtdxornbi 





speafically^jt^he^ 

spi;in|tlj|]art^^ 

selec^Ke^eJerent^ 



conclusbi^^jSt^^ 
ficiefMg^ffiblislipgem^ 

i|Sa^tig5l¥«Weg5Vt^^ 



sail 

teaching. [lcadingnto-the,,combinatioh]");,7n 



mode^^ffusingf tKe 'm^ 
ied5lg^^eyiden<Ser^^ 
inacie^iuatcyto^^^^ 
additidn^to dempnst 
oKicHisnessjanal)^ 
in^vre^dinglW^ 





amineigfur^ 



opurijs|bonblu^^ 



B6ffidt(ii(0not^imake?pa^^ 





.iuiv. , 5:x^?,Wii^F:;v^JI^J7^^^ -^^ZtiJ^^^JT'Ti''; n^*T'ii1*-il£j/ ^iy»>MV5^ ^uicw wiiyciiuuiiai 

za^|ilipjdj5^at?^ 
tionf^f^a^ipimp^ 
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siiggestecl the application of .;. facial indicia 
to the pnbrart i)lasiic^ 

! SK?Howeyer/iith^ 
cific rhfdrniafibn' in^Holid^^^ or Shapiro tliat 
sugjgcst the ^oin^^b^ ^lYP^i^"." 
ai bags^ the Board insteaiii'^ detail 
the simiikities BeVwiben the Holiday and 
ShaJ^iro^iefer^ ^"4^ tlie cUimed^ inven- 
tion; noting that 6ne; reference oF^ 
in tombiriatj^^^^ With* ^4ch;b^^^ the con- 
vemional tir^sB. bag^f-desdrife^ of the 
Mitations drthe'.pehdirig'daim^ at 
18-28. Nowh w^^^ Board .particularly 

identify any suggestibri^^^ inbyya- 
tion to combine the childi4n> a^ 
(Holiday andShapiro) w^^^ 
trash or lawn bag^^ the 
Board, mialce specific— orjeycri^^ infcrentialT:^: 
findings concerning the identification bf-the 
relevant art, .t% le^^^^ pt ordinary ^^kill in the 
art, the naturc^brth^prpbic^ 
any other factualfindings^t^^^^ 
support a proper obviousness analysis. See, 
e.g., Pro^MoW d Too/; 7> Fji 1573, 37 
USPQ2d at 1630: 
^Tp the contrary, the pbyibusnes^ 
in^he tibar!d's^decisipn;j^ 
sion^ of thjC: ways that ihe|i^ art 
references can be combined -to read on the 
claimed invention. For ^example, the^Bpard 
finds that the Holiday bag: reference, d^^ 
a "premanuf act ured- orange" bag-material, 
see />emWczfl^/ slip -op. at :2U finds, that 
Shapiro teaches the: use of paper: bags in 
various isizesv inc!udingp"large'l, )5ee id. at 
22^23,: and concludes ithat the substitution of 
orange plastic for the crepe paper of Holiday 
arid the paper bags of Shapiro would be an 
obvious 4esignT choice; see id: at 24; Yet this 
reference-by-reference, limitation-by-limita- 
tionr^ariilySis fails to demonstrate how the 
Holiday'^jand' Shapiro- rbferences teach or 
suggest^ their combination withnhe cpnveri- 
tibrial'trash or lawn bags to yield the claimed 
ihvCTtiofi: 5ee /?aM;^/149-F.3d at 1 357, 47 
USPQ2d^at^l 459 (noting^ Board's -failure to 
explain, when ahailyzing the pHbrart, "what 
specifictinder^ 
. ; : wbulid fiavc'sug^^^ 

B¥cause we doMbt^di^^ finding by the 

Board that there -w^s^a suggestion, teaching, 
or motivation to combine the prior art refer- 
ences cited against th£ pe^^ the 
Board's; conclusion of bbvibusriess, as a mat- 
ter of law; cannot s(&rid: See^C^K Bard^ lSl 
Ff3d at 135i2; 48^ USPQid at 1232; kbuffet, 
149 F:3a-it i 359r 47 USPQ2a^ at :1459; 

1 783iT//i£^ 837 P:2a. at 1 075/ 5 USPQ2d at 
fSOO; 'Ashldnd'i)ii: 77(f^Fi2d/at 297, 227 
US^QsSWr '""^ ' " 



The Gommissiohef of Patentis and Trade- 
niairks ("Commissioner") attempts justify 
the Board's decision bri grounds different 
from that relied upon by the Board, arguing 
that bhe bf ordinary; skill in the art would 
Have been nibtivateii to combine the refer- 
ences. tOf. courise,; in; ordw^^^^to so, the 
Cbmihissibner tnust dp what the Board did 
not do belbwY m'ake^ findings of fact 

regarding; the^ level of skill in the art ("a 
designer and mariufacturier of ti-ash an^ leaf 
bags; particulMy one specializing in the 
orhaiiiehtal and graphic design of such 
bags")- iie^p'r at 14, t relationship 
between the fields of conventional trash bags 
and childreri'si-crafts, respectively ("[t]he 
artisan, would also have been well aware of 
the ancillary, corollary, and atypical uses of 
•trash' bags such as their application in hob- 
by arid'art prbjects''),-'/?ejp if Br. at 15, arid 
tlie particular features of the prior art refer- 
ences that Would nidtivatc one of ordinary 
skiirin a particular art to select elements 
disclosed in references frbhi a wholly differ- 
ent field ("a dcisigherdnd manufacturer of 
trash and leaf bags; woiild have recognized 
the paper bag in Shapiro to be a trash bag 
arid therefore wbiild have been motivated to 
cbmbirie it Avith the adriiitted prior art jplastic 
trash and' leaf bags/to arrive at.the claimed 
invention"), i^ej^V fir: at 15. The Commis- 
sioner also appears to cite additional refer- 
ences in suppoii;- bf his obviousness analysis, 
rioting that at least two design patents (in the 
record but not cited against the presently 
pending claims) teach the placement of 
"graphical- information, including; text, de- 
signs, knd even facial indicia, ' to colored 
bdigs.V. Resp'i Br. at 16. This new analysis, 
apparently cut from whole cloth in view of 
appeal, does little more than highlight the 
shortcoriiings bf the decision below, and we 
declin^ to consider it. See^e:g:jn re Robert- 
son, 169 F.3d 743, ,49 USPQ2d 1949, 1951 
(Fed;- Cir. 1999) ("We decline to consider 
[the Cpririmissibrier's]^ newly-minted theory 
as an alterritove ground for upholding the 
agency's decision."); //! re 50/11, 54 F.3d 746, 
75 1; 34 USPQ2d^ 1684;' 1688 (Fed. Cir. 
1995); In re Hdunsfieldrmi:F.2d .1320,; 
1324, 216 USPQ 1045, 1049 '(Fed. Cir. 
1983) (rejecting aln "£ittempt[ ] by the Com- 
missioner * to apply a new rationale to sup- 
port the rejection."'); 5ee also 35 U.S.C. § 
1 44 (1 994) (an appeal to the Federal Circuit 
"is takeh"bn the record befbre The Patent 
and Trademark Office''). -Because the Board 
has'lnbt estabHshed.Ja case of 

obviousness, see In "re Bell, 991 F.2d 781, 
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teristics. The Board's suggestion that the 
design details were simply "a matter of de- 
sign choice" evinces a misapprehension of 
the subject matter of design patents. E g., 
Carman, 724 F.2d at 939 n.l3, 220 USPQ at 
486 n.l3 ("Utility patents afford protection 
for the mechanical structure and function of 
an invention whereas design patent protec- 
tion concerns the ornamental or aesthetic 
features of a design.") Indeed, we note that 
the two design patents at issue here — the 
Dembiczak *023 and *254 patents — were 
cpnsidiered nonobvibus over each other, and 
were even the subject of a restriction require- 
ment. See 35 U.S.C. § 121 (1994) ("If two 
or more independent and distinct inventions 
are claimed in one application, the Commis- 
sioner may require the application to be 
restricted to one of the inventions."); 37 
C.F.R. § 1.142. The position adopted by the 
Board— that a textual description of facial 
indicia found in the claims of the utility 
patent application makes obvious the specif- 
ic designs claimed in the (patentably dis- 
tinct) Dembiczak design ^ patents— would 
presumably render obvious, or even antici- 
pate, all design patents where a face was 
depicted on a bag. But this, of course, is not 
the law; the textual description cannot be 
said to be a reference "basically the same as 
the claimed design;" of the design patents at 
issue here. Borden, 90 F:3d at 1574, 39 
USPQ2d at 1526 (internal quotation marks 
omitted). The Board's conclusion of obvious- 
ness is incorrect. 

Because we find that the Board erred in 
concludingthat the design patents were obvi- 
ous variants of the pending utility claims, we 
need not address the other prong of the 
two-way double patenting test — whether the 
pending utility claims are obvious variations 
of the subject matter claimed in the design 
patents. See Carman, 724 F.2d at 939; 220 
USPQ at 487 (both prongs of the two-way 
test required for obviousness-type double 
patenting). The double patenting rejections 
arc reversed. . 



IV 



Because there is no evidence in the record 
of a suggestion, teaching, or motivation to 
combine the prior art references asserted 
against the pending claims, the obviousness 
rejections are reversed. In addition, because 
the Board 'misapprehended the test for ob- 
viousness-type double patenting, arid be- 
cause the pending utility claims do hot ren- 
der obvious the' design patents, the double 
patenting rejections are also reversed. 



REVERSED. 
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JUDICIAL 
PROCEDURE 

I. Jurisdiction 
(§405.11) 



PRACTICE 



AND 



Personal jurisdiction 



Federal court in Iowa lacks speciRc per-, 
sonal jurisdiction oyer WasHirigton, D C. law 
firm a iid, attorney nanied as defendants in 
action fpr!^ prof essiona^^ since de: 

feiidiints^flid; no^^ "purpbsefully direct" their 
activities at. Iowa, giyen that defendants are 
charged only with negligently failing to piy 
maintenance, fee: on single patent, and' that 
all work do^^ with that patent 

was .p^rhirm P.G., since 

single c^^ with respect 

to payment Jpf maintenahce! fee in Washing- 
ton, D C V cannot b^ said to' have "arisen out 
of' or resulted from^attpf ney-client>elation- 
ship that began in Iowa 30 ytars earlier, 
since nature and quality of defendants* con- 
tacts with Iowa do hot demoiistrate'hbw they 
"purposefully availed", themselves of privi- 
leges and protections of doing ihter^tat pat- 
ent work for plaintiff, and since quantity of 
defendants* contacts with Io>ya alone does 
not change conclusion that assertion of per- 
sonal jurisdiction oyer defendants; would be 
fundamentally unfair:; 



Action;, by ^University of lawa .Research 
Foundation -against : Beveridge, DeGrandi, 
Weilacher &r;Ybung L.L.P. and Richard G. 
Young for :pn)fessi<^al malpracticcOn de- 
fendants' motioii to dismjss for lack iof perr 
sonal jurisdiction.^ Granted:: ; j - ^ . 

Edmund j. Sease and Jeffrey D; Harty, of 
Zarleyi NMcKee; ThomtCi VoorheeS' & 
Sease, Des Moines, Iowa, for plaintiff. 

Lee H. Gaudineer and Carlton G. Salmons, 
ofv Austin, Gaudineer . Comitd, Des 
Moines; Steven Vervcnibtis and .Mark K. 
Anesh, of Wilson, Elser, Moskbwitz^ Edel- 
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